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11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on December 21, 2007 has been entered. 

Response to Amendment 

Amendment filed on December 21, 2007 has been entered. Claims 7-19 are pending in 
the application. 

Specification 

1 . The disclosure is objected to because of the following informalities: a phrase "polyesters; 
poly(orthoesters); aliphatic polyesters" in P20 of the specification as originally filed seems to be 
incorrect because aliphatic polyesters are also polyesters. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 7-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 



Application/Control Number: 10/736,339 Page 3 

Art Unit: 1792 

Claim 7 recites a phrase "with the proviso that the acid-releasing degradable material is 
not polyester", which renders the claim indefinite because it contradicts claim 1 1 reciting that the 
acid-releasing degradable material of claim 7 comprises an aliphatic polyester . For examining 
purposes the phrase was interpreted as "with the proviso that the acid-releasing degradable 
material is not alicyclic or aromatic polyester", since it is well known in the art that generally 
polyesters include aliphatic, alicyclic and aromatic polyesters. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al 
(US 6,209,643). 

Nguyen et al disclose a method of introducing treatment chemicals and treating a 
subterranean formation comprising providing a fluid suspension including a mixture of 
particulate material such as gravel packing material (See column 8, lines 20-21) in said fluid 
suspension, a solution of a tackifying compound in a solvent (See column 5, lines 10-13) such as 
alcohol (See column 4, lines 55-56) and a treatment chemical whereby the treatment chemical is 
contacted by said tackifying compound and at least partially coated therewith whereby the 
tackifying compound retards release of said treatment chemical in said fluid suspension; and 
depositing the coated particulates in the subterranean formation whereby coated treatment 
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chemical is subsequently released within the subterranean formation (i.e. the tackifying 
compound is degradable) to treat at the portion of formation in contact therewith (See column 
12, lines 33-55). The tackifying compound includes any compound (See column 5, lines 1 1-12), 
e.g. a polamide (See column 5, lines 21-23) or polyesters , polyethers and polycarbamates, 
polycarbonates, styrene-butadiene latticies, natural or synthetic resins such as shellac and the like 
(See column 6, lines 9-14); and the treatment chemical include gel breakers such as oxidizers, 
enzymes or hydrolyzable esters that are capable of producing a pH change in the fluid (See 
column 4, lines 40-42). The tackifying compound is admixed in an amount of 0.1-3.0 % by 
weight of the coated particles (See Example 1; column 9, line 65 to column 10, line 5). 

As to aliphatic polyester of claim 7 , the Examiner takes official notice that it is a 
common knowledge in the art that generally polyesters include aliphatic, alicyclic and aromatic 
polyesters. Since Nguyen et al do not limit their teaching to particular polyesters, "polyesters" of 
Nguyen et al cover any polyester including aliphatic, alicyclic and aromatic polyesters. 
Therefore, it would have been obvious to one of ordinary skill in the art to have used aliphatic 
polyesters, as required by claim 7. 

The Examiner takes official notice that the aliphatic polyester in a coated gravel of 
Nguyen et al is claimed acid-releasing degradable material which degrades a filter cake by 
slowly releasing acid when formed as gravel pack next to the filter cake because the method of 
Nguyen et al is substantially identical to that of claimed process. The Examiner also takes 
official notice that a mixture of the aliphatic polyester and the hydrolyzable ester of Nguyen et al 
also reads on claimed acid-releasing degradable material because claim 7 recites that the acid- 
releasing degradable material may be any acid-releasing combination of compounds. 
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As to claimed solvent of claim 12 , obviously, one of ordinary skill in the art would use a 
conventional alcohol such as methanol and isopropanol as a solvent in Nguyen et al because 
Nguyen et al does not limit their teaching to particular alcohols. 

As to claims 13 and 19 , plasticizers were not addressed because they are optional. 
6. Claims 7-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Applicants 5 
admitted state of art (ASA) in view of Nguyen et al. 

Applicants admit that it has been found that acid-releasing degradable material may be 
coated onto a particulate and act at a delayed rate to produce acid such that the particulate may 
be placed in the subterranean formation adjacent to the filter cake before a substantial amount of 
acid is released (See the Applicants' specification, P9). In such methods known in the art, the 
acid-releasing degradable material had to be coated onto the particulate in a controlled 
environment off-site from the well head, stored, and transported before it could be used in a 
subterranean formation (See the Applicants' specification, P9). In other words, Applicants admit 
that it was not known to coat the acid-releasing degradable material onto a particulate on-the-fly. 

However, Nguyen et al teach that it was known to use resin-coated particles produced at 
high cost (in advance) for treating a subterranean formation (See column 2, lines 16-20). 
However, it is advantageous to use a particulate coated with a resin based treatment material by 
mixing the particulate with a solution of a resin based treatment material (claimed coating on- 
the-fly) in a solvent (See column 5, lines 10-13) such as alcohol (See column 4, lines 55-56). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have coated acid-releasing degradable material onto a particulate in ASA on-the-fly 
by mixing the particulate with a solution of acid-releasing degradable material in alcohol instead 
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of coating it onto a particulate in advance since Nguyen et al teach that it is advantageous to use 
a particulate coated with a solution of a resin based treatment material on-the-fly. 
All other limitations would be obvious for the reasons discussed above. 

7. Claims 7-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al 
in view of Free et al (US 3960736). 

Nguyen et al are applied here for the same reasons as above. The Examiner takes official 
notice that a mixture of the aliphatic polyester and the hydrolyzable ester of Nguyen et al also 
reads on claimed acid-releasing degradable material because claim 7 recites that the acid- 
releasing degradable material may be any acid-releasing combination of compounds. 

Nguyen et al fail to teach that a combination of tackifying compound and hydrolyzable 
esters is capable of gel breaking by releasing acid by hydrolyzable esters. 

Free et al teach that an organic ester which hydrolyzes over a certain period of time to 
release an acid may be used as a breaker of a viscous aqueous solution for the use as a fracturing 
fluid, as a drilling fluid (See column 1, lines 36-46). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used a hydrolysable ester that releases an acid as a breaker chemical in the 
combination of tackifying compound and hydrolyzable esters of Nguyen et al since Free et al 
teach that an organic ester which hydrolyzes over a certain period of time to release an acid is 
suitable for the use as a breaker of a viscous aqueous fracturing fluid, or a drilling fluid. 

All other limitations would be obvious for the reasons discussed above. 

8. Claims 7-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al 
in view of Lee et al (US 6,817,414). 
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Nguyen et al are applied here for the same reasons as above. Nguyen et al fail to teach 
that the treatment chemical that releases acid can be used as a gel breaker to degrade a filter 
cake. 

Lee et al teach that gravel having coating comprising chemicals that slowly hydrolyze 
and release an acidic by-product (See column 3, lines 6-15), e.g. lactic polymer (See column 3, 
lines 20-28) can be used to degrade a filter cake (See column 2, lines 52-63). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used acid releasing treatment chemicals in coated gravel of Nguyen et al for 
degrading a filter cake since Lee et al teach that chemicals that slowly hydrolyze and release an 
acidic by-product are suitable to be used to degrade a filter cake; and Nguyen et al do not limit 
their teaching to particular gel breakers. 

All other limitations would be obvious for the reasons discussed above. 

Response to Arguments 
9. Applicant's arguments with respect to claims 7-19 have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elena Tsoy whose telephone number is 571-272-1429. The 
examiner can normally be reached on Monday-Thursday, 9:00AM - 5:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Elena Tsoy, Ph.D. 
Primary Examiner 
Art Unit 1762 




January 7, 2008 



